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DETAILED ACTION 

Some on X references on ISP have been used for 102 rejections. 



Election/Restrictions 

Applicant's arguments, with respect to the previous restriction requirement have 
been fully considered and persuasive. The previous restriction requirement over claims 
1-34 have been withdrawn. 

Claim Rejections - Double Patenting 

1. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 21-24 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 and 15-17 of 



copending Application No. 10/588232. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

10/588232 discloses an electrode composing the polyaminoquinoxaline (claims 1 
and 15-17) that meets structures recited in instant claims 21-24. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 25-34 rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 25, 28-29, and 30-34 recites the limitation 
"polyaminoquinoxaline" referring to claim 1. There is insufficient antecedent basis for 
this limitation in the claim. Claim 1 defines merely aminoquinoxaline. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claim 1 rejected under 35 U.S.C. 102(b) as being anticipated by Sergeev (SU 
592823) listed on IDS. 
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As to claim 1, Sergeev discloses a 5-amino-2,3-dimethylquinoxaline that reads 
on the structures in claim 1 (title). 

7. Claim 1, 4, and 25-27 rejected under 35 U.S.C. 102(b) as being anticipated by 
Volf et al. (Solid State Ionics ,154-155, 2005, Pg. 57-63) listed on IDS. 

As to claim 1, 4, and 25, Volf et al. discloses films (title) prepared from 2,3- 
dipyrrole-2yl-5-aminoquinoxaline having the following structure that reads on the 
structures in claim 1 and 4 (Pg. 58, bottom of Col. 1): 




Volf et al. is silent on film preparation methods as recited in claims 26-27. 
However, claims 26-27 are product-by-process claims that are limited by and defined by 
the product. Determination of patentability is based on the product itself, not on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process. In re Thorpe, 777 F. 2d 695, 698,277 USPQ 
964,966 (Fed. Cir. 1985). See MPEP § 2113. 
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8. Claim 1-2 rejected under 35 U.S.C. 102(b) as being anticipated by Furusho et al. 
(Journal of Photopolymer Science and Technology Volume 15, 2002, Pg. 133-138) 
listed on IDS. 

As to claim 1-2, Furusho et al. discloses a compound of aminoquinoxaline having 
the following structure that reads on the structures in claim 1 and 2 (Pg. 299, Scheme 
1): 

la:Rl= H 
lb: R2= CH 3 
lei R3= OCH 3 




9. Claim 1 rejected under 35 U.S.C. 102(b) as being anticipated by Pfeiffer et al. 
(JACS, vol. 31, no. 10, 1966, 3384-3390) listed on IDS. 

As to claim 1, Albibi et al. discloses a compound of aminoquinoxaline having the 
following structure that reads on the structures in claim 1 (R=NH 2 , Pg. 3386, col.1): 




XXIVa,R-N0i 

b, R-NHj 

c. R-NHCOCH, 
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10. Claim 1 rejected under 35 U.S.C. 102(b) as being anticipated by Piatt et al. 
(JACS, vol. 429, 1948, Pg. 2129-2134) listed on IDS. 

As to claim 1, Piatt et al. discloses a 5-aminoquinoxaline that reads on the 
structures in claim 1 (P. 2131 , Table 1 ). 

11. Claim 1 and 10 rejected under 35 U.S.C. 102(b) as being anticipated by Nowak 
et al. (Database CAPLUS on STN, AN 1997:615604, DN 127: 293190, Vol. 93, No. 6, 
22-28, 1996) listed on IDS. 

As to claim 1 and 10, Nowak et al. discloses a species of aminoquinoxaline 
having the following structure that reads on claim 1 and 10 (Pg. 2, structure 3): 



12. Claim 1-5 and 25-34 rejected under 35 U.S.C. 102(b) as being anticipated by 
Nagasaki et al. (US 20030215701). 

Nagasaki et al. discloses an aminoquinoxaline compound with the following 
generic formula [0049]: 




Application/Control Number: 10/585,757 



Page 7 



Art Unit: 1796 




When R 1 =R 2 =phenyl ([0031]), the disclosed structure meets claims 1-2. When 
R 1 =R 2 =naphthyl ([0032]), the disclosed structure meets claim 3. When R 1 =R 2 =pyrrolyl 
([0033]), the disclosed structure meets claim 4. When R 1 =R 2 =1 ,2-CH 2 CN substituted 
phenyl ([0034]), the disclosed structure meets claim 5. 

As to claims 25-34, Nagasaki et al. discloses polyaminoquinoxaline, which is 
prepared by use of aminoquinoxaline monomer as recited in claim 1, can be used in 
forms of films formed by spin coating (claim 10-11) or compression molding and molds 
in area of electrochromic device, semiconductor, solar cell, organic electroluminescence 
device, non-linear material, p-type or n-type semiconductor by oxidizing or reducing the 
compounds through the use of an oxidant or a reducing agent or through 
electrochemical doping ([0056]). One of ordinary skill in the art would at once 
envisaging making solar cell comprising p-type or n-type semiconductor as recited in 
claims 32. 



Allowable Subject Matter 

13. Claim 6-9 and 1 1-24 objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 
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Claims 6-9 and 11-20 allowable over the closest prior art: Nagasaki et al. (US 
20030215701). Nagasaki et al. discloses aminoquinoxalines with the generic formula in 
above 1J8, but fails to disclose any monomer species as recited in claims 6-9 and 1 1 -20. 

Claims 21-24 allowable over the closest prior art: Nagasaki et al. (US 
20030215701). Nagasaki et al. discloses polyaminoquinoxalines with the following 
generic formula (Abs.) structurally different from the claimed invention in claims 21-24, 
wherein the quinoxaline moiety are one the main chain with -NH-R-NH- or -NH-R- (R 
can't be H): 



in \viskh R 1 z&& R s ttds ifcdesesdeeisy repassem a hydragta 
ttoas, & fcyriraxyi gKHSg, a pkessyl grasp, t subsl&s&d paeayl 
groat?, i blphssjl graap, i sabaiitHisd bipfcemyl gtcap, a 
ifefeayl poop, s.sEibstiti:ied tSsieayfcgMupi & sisphasyi graais, 
£ cuhstxtnted sapk'-byl group, pyisslyl grasp, £ ssibatirutfd 
pyrrc>Syl group, is Sissyl group, » sybstiiwted ftiryl graisp, en 
aSkyl gf cup, sn sEssjsyl, at an jikwcyi po^ip; R 3 «ad It* sash 
iadtptcdtatly riptw«ata bydiogsn atom,, aa &tsyi group, an 
aii&axyi gsorap, a cyasiso greats, a, phtayi groisp, a fgbm llum d 
phenyl gtcvp, a blptwsyl group, a sstbsii&ws blpissnyl 
groLip., i thtesyi group, & sthttMttd fcieayii graup, t pjwralyl 
grasp, a ssbstfeted pjwolyl grasp, a fefyl graisji, & sjibsti- 
IwtwJ fwyJ groap, « [s&ph'&yi peep, or « s»bstii*>?iic4 ssphthyl 
grasp; R* isprescsSs a hydrogtrs *tem, sc. s&yl group, an 
alkssyi grasp, at! acetyl grasp, £ sy«ao graup, a plsnyl 
grasp, a siibatiiutsd pfceoyl group, a &sgSKnyl group, & 
STjbsritutcd bipirenyl §rayp, s thicayl gfsjvp, a ssibstityicd 
Ssssayl groq>, a pyrrolyl graiaj), a scbsi&Bied pyfralylgfoop, 
a aspMsyl grasp, at & ssh&SmM aapfcihyl graap; iad a is 
a pesiMve. satsgcr of not Sf» feas sisre-t , It* pdyssew Saw 

cxcclcsi thcrssal icsistsiiiBE, permit, easy ccnlTsl of the 

eiecaraeittM&sl ascsdalfcn-rsduetiisii •jotedteM thereof, havs 
a very araraw bend gap of tfcsEMclves, asd have strosg 




Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHANE FANG whose telephone number is (571)270- 
7378. The examiner can normally be reached on Mon.-Thurs. 8 a.m. to 6:30 p.m. EST.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Sf 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



